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DETAILED ACTION 
Claim Rejections - 35 U.S.C. § 101 

1. 35 U.S.C. § 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

M.P.E.P. § 2106.01 II. reads as follows: 

Nonfunctional descriptive material that does not constitute a statutory process, machine, manufacture or 
composition of matter and should be rejected under 35 U.S.C. 101. Certain types of descriptive 
material, such as music, literature, art, photographs and mere arrangements or compilations of facts or 
data, without any functional interrelationship is not a process, machine, manufacture or composition of 
matter. USPTO personnel should be prudent in applying the foregoing guidance. Nonfunctional 
descriptive material may be claimed in combination with other functional descriptive multi-media 
material on a computer-readable medium to provide the necessary functional and structural 
interrelationship to satisfy the requirements of 35 U.S.C. 101. The presence of the claimed 
nonfunctional descriptive material is not necessarily determinative of nonstatutory subject matter. For 
example, a computer that recognizes a particular grouping of musical notes read from memory and 
upon recognizing that particular sequence, causes another defined series of notes to be played, defines a 
functional interrelationship among that data and the computing processes performed when utilizing that 
data, and as such is statutory because it implements a statutory process. 

2. Claim 13 is rejected under 35 U.S.C. § 101 because the claimed invention is directed to 
non-statutory subject matter. 

Claim 13 recites a recordable medium carrying data having a watermark, which does not 
impart functionality to a computer or computing device, and is thus considered nonfunctional 
descriptive material. Such nonfunctional descriptive material, in the absence of a functional 
interrelationship with a computer, does not constitute a statutory process, machine, manufacture 
or composition of matter and is thus non-statutory per se. Non-functional descriptive is non- 
statutory regardless of whether it is claimed as residing on a computer readable medium. 
Claim Rejections - 35 U.S.C. § 112 

3. The following is a quotation of the first paragraph of 35 U.S.C. § 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
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art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

The following is a quotation of the second paragraph of 35 U.S.C. § 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 11-12 are rejected under 35 U.S.C. § 112 first and second paragraphs as 
attempting to define a product (i.e., machine or apparatus) entirely by virtue of its function, in the 
absence of any recited structure. 

Products must distinguish over the prior art in terms of their structure (or structure + 
structure's function when claimed functionally) rather than function alone (M.P.E.P. § 2114). 
Therefore, an "apparatus" not having structural limitations fails to "particularly point out and 
distinctly claim ..." the invention in accordance with 35 U.S.C. § 1 12, second paragraph. 

Furthermore, while the specification disclosure may be enabling for a plurality of 
structural elements performing the claimed functions 1 , the specification does not reasonably 
provide enablement for a single structural element (or no structural elements) performing all of 
the claimed functions. That is, given the claim in question, the specification does not enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to make 
the invention commensurate in scope with these claims ("A single means claim, i.e., where a 
means recitation does not appear in combination with another recited element of means, is 
subject to an undue breadth rejection under 35 U.S.C. § 112, first paragraph" because a single 
means claim covers "every conceivable means for achieving the stated purpose" and "the 

1 Even when an apparatus is disclosed as being computer implemented (e.g., software implemented on hardware), 
the requirement remains that there be some structure recited in the body of the claim (e.g., a processor and a memory 
storing a program which when implemented performs the method steps). For purposes of "means plus function" 
language, individual disclosed steps corresponding to computer program elements operating on a processor (e.g., 
inputting, filtering, detecting and resolving) may be considered as separate means (Dossel, 115 F.3d at 946-47, 42 
USPQ2dat 1885). 
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specification disclosed at most only those means known to the inventor" - M.P.E.P. § 
2164.08(a)). 

Applicant is advised to define the apparatus by virtue of the individual structural element 
that serve to perform the individual functions recited in the corresponding method claim. 
Claim Rejections - 35 U.S.C. § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. § 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent granted 
on an application for patent by another filed in the United States before the invention by the applicant 
for patent, except that an international application filed under the treaty defined in section 351(a) shall 
have the effects for purposes of this subsection of an application filed in the United States only if the 
international application designated the United States and was published under Article 21(2) of such 
treaty in the English language. 

6. Claims 10 and 12 are rejected under 35 U.S.C. § 102(e) as being anticipated by Jones et 
al.(US 6,792,130 Bl). 

Jones et al. teaches a method of detecting a watermark in a signal (shown generally in 
Figure 4) comprising checking a first signal of interest for at least one two-part watermark, a first 
part of each watermark comprising an identifier portion (i.e., the carrier) and at least one 
corresponding information portion (i.e., the message); checking the or each identifier portion for 
correspondence with an identifier portion in a set of known identifier portions (38, 44 in Figure 
4, where the carrier is determined to be one of a set of multiple carriers); and extracting each 
identifier portion corresponding to a number of the set to give its corresponding informaiton 
portion, to thereby allow use of the information portion (46 in Figure 4), as required by claim 10. 
Furthermore, Jones et al. also teaches a watermark detector operable to perform this method 
(column 3, lines 48-54; where the computer is programmed to perform the disclosed operations), 
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as further required by claim 12. Therefore, Jones et al. meets each of the limitations of the 
invention, as stipulated by claims 10 and 12, and anticipates the claimed invention. 

Claim Rejections - 35 U.S.C. §103 

7. The following is a quotation of 35 U.S.C. § 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 1-6, 9, 11 and 13 are rejected under 35 U.S.C. § 103(a) as being unpatentable 
over Jones et al. as applied to claims 10 and 12 above, and further in view of Lie et al. (article 
entitled "Robust Image Watermarking on the DCT Domain", cited by applicant in the IDS filed 
26 March 2006). 

With respect to claim 1, Jones et al. teaches selecting an identifier portion from a set of 
identifier portions (i.e., selecting a carrier from a set of carriers; 40 in Figure 3) and combining 
the identifier portion with an information portion (i.e., message 14 in Figure 3), to produce a 
watermark for embedding (42 in Figure 3). However, Jones et al. fails to specifically teach 
checking a signal for a two-part watermark and selecting a different identifier portion when such 
a watermark is detected, as further required by claim 1 . 

Lei et al. teaches a method for embedding multiple watermarks that first checks a signal 
for a watermark (step (1) in section 3. A. Embedding Algorithm on page 1-229). When no 
previous watermark is detected, a first watermark is embedded (step (2) in Section 3. A. 
Embedding Algorithm on page 1-229), but when a watermark is detected, selecting a different 
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watermark to embed (i.e., a different watermark from an orthogonal set of watermarks (see 
Section 3. Multiple Watermarking on page 1-229). 

Because the use of multiple watermarks in the manner taught by Lei et al. allows a 
plurality of watermarks to be embedded without interfering with each other (final sentence in 
section 1 : Introduction on page 1-228) and provides for more versatile applications (point (4) in 
section 5: Conclusions on page 1-230), it would have been obvious to one of ordinary skill in the 
art that designing the plurality of carriers in the Jones et al. system to be orthogonal would allow 
for this increased capacity and versatility in applying the watermarks. 

Jones et al. further teaches that the information portion of the watermark includes the 
payload, having information or instructional content (i.e., the message M(x,y), 14 in Figure 3), as 
further required by claim 2; that the identifier is a carrier (40 in Figure 3), and that the 
information (i.e., the message; 14 in Figure 3) modulates the identifier (42 in Figure 3), as 
additionally required by claim 9; that the watermarking method is performed by a watermark 
embedder (column 3, lines 48-54), as required by claim 11; and that the watermarked data can be 
stored in a recordable medium (the watermarked frames are inherently stored in some medium in 
order for the technique to have utility—otherwise the embedding is transitory and fails to provide 
any meaningful use such as prevention of copying as discussed at column 8, lines 9-20). 
Furthermore, Lie et al. teaches that the watermarks are orthogonal to one another (second 
paragraph in section 3: Multiple watermarking on page 1-229), as further required by claims 3 
and 4. Finally, the use of orthogonal carriers to convey the message in Jones et al, as suggested 
by Lei et al. would permit the use of plural two-part watermarks, as required by claims 5 and 6. 
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9. Claims 7-8 are rejected under 35 U.S.C. § 103(a) as being unpatentable over Jones et al. 
and Lei et al. as applied to claims -6, 9, 1 1 and 13 above, and further in view of Lubin et al. (US 
2003/0021439 Al). 

While Jones et al. and Lei et al. meet a number of the limitations of the claimed 
invention, as set forth more fully above, neither Jones et al. nor Lei et al. specifically teach that 
the set of identifier portions is in the form of a list, where the first unused identifier in the list is 
used for combination with the information portion, as required by claim 7 or that the watermark 
includes a label that indicates which identifier is to be used next, as set forth in claim 8. 

Lubin et al. teaches embedding a watermark that includes both an identifier portion (i.e., 
a carrier) and an information portion (i.e., watermark data 210 in Figure 2) where the information 
portion is used to modulate the identifier portion (214 in Figure 2), and where the identifier 
portion is selected as the next available carrier in a list of carriers (304 in Figure 3), and the 
watermark includes a label that identifies the next carrier to be used (paragraph [005 1]). Because 
the technique of carrier selection used by Lubin et al. allows for a more accurate recovery of the 
watermarked data, it would have been obvious to use such a technique in selecting the carriers in 
Jones et al. 

Conclusion 

10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Andrew Johns whose telephone number is (571) 272-7391. The 
examiner in normally available Monday through Friday, at least during the hours of 9:00 am to 
3:00 pm Eastern Time. The examiner may also be contacted by e-mail using the address: 
andrew.johns@uspto.gov. (Applicant is reminded of the Office policy regarding e-mail 
communications. See M.P.E.P. § 502.03) 

If attempts to reach the examiner are unsuccessful, the examiner's supervisor, Bhavesh 
Mehta, can be reached at (571) 272-7453. The fax phone number for this art unit is (571) 273- 
8300. In order to ensure prompt delivery to the examiner, all unofficial communications should 
be clearly labeled as "Draft" or "Unofficial." 
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Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Technology Center Receptionist whose telephone number is (571) 272- 
2600. 



A. Johns /Andrew W. Johns/ 

1 8 May 2009 Primary Examiner, Art Unit 2624 



